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Applicant's Response 

Applicant's response of 28 January 2008 has obviated the art rejection of claim 
13. Applicant is notified that the paragraph numbers relied upon for basis of the 
amendments of 28 January 2008 are incorrect. Basis for newly amended claim 3 may 
be found in paragraph [0045], rather than [0047] as stated on page 5 of the response, 
bottom paragraph. Basis for newly submitted claim 60 may be found in paragraph 
[0212], rather than [0213] as stated on page 6 of the response, top paragraph. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
Indefiniteness 

Claim 59 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 59 is confusing in its recitation of "obtained from the plant of claim 3", since 
claim 3 is drawn to a method rather than a plant. 
Written Description 

Claims 3, 5, 44-55 and 58-60 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention, as stated on page 2 of 
the Office action of 05 July 2007 for claims 3, 5, 13 and 44-55. 
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Applicant's arguments filed 28 January 2008 have been fully considered but they 
are not persuasive. Applicant urges that the amended claims all recite a particular 
consensus sequence and its corresponding function. 

The Examiner maintains that claim 3 and dependents do not particularly recite 
the function associated with the sequence, since line 8 recites "an enzyme" rather than 
—a virD2 enzyme— as recited in claim 60. In addition, claim 58 recites "at least one 
point mutation" [emphasis added], thus encompassing a multitude of sequences which 
fall outside of the initially claimed consensus sequence. 

More importantly, Applicant has failed to demonstrate that the claimed 17 base 
pair-long consensus sequence is necessary and sufficient for the claimed function of 
"promoting] and facilitating] integration of the desired polynucleotide into the plant 
genome", wherein said consensus sequence "is a recognition site for a [virD2] enzyme", 
as recited in claims 3 and 60. 

First, the claimed consensus sequence is only 17 base pairs long, and only 
specifies 9 nucleotides out of the 17; while the actual border sequence is 25 base pairs 
long. 

Second, even the 24 base pair-long consensus border sequence taught by 
Rommens et al (2005, page 1339, column 2, penultimate paragraph) was not 
consistently associated with integrative function in almost half of the sequences 
evaluated (Ibid., and page 1340, Figure 1). 
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Finally, the instantly claimed 17 base pair-long sequence is found in a multitude 
of non-plant organisms and does not appear to be correlated with integrative function in 
those organisms or in plants, as discussed below. 

Dunn et al (Accession No. AZ483608 available October 5, 2000) teach a mouse 
sequence with 100% identity to SEQ ID NO:93. Vierling et al (Accession No. 
AAQ45318 first available November 18, 1994 and revised March 25, 2003) teach a 
hepatitis B sequence with 100% identity to SEQ ID NO:93. AEOMICA INC (Accession 
No. ADC04079 available December 18, 2003; earliest priority document filed January 
30, 2001) teach a human ion exchange gene sequence with 100% identity to SEQ ID 
NO:93. 

Thus, Applicant has not demonstrated that the conserved sequence, i.e. SEQ ID 
NO:93, is correlated with function, as required by Lilly cited previously. Furthermore, 
Applicant has not demonstrated that a multitude of sequence variants of SEQ ID NO:93, 
as claimed in claim 58, would retain the claimed function. 

Accordingly, the skilled artisan would not have recognized Applicant to have 
been in possession of the claimed invention at the time of filing. 

Enablement 

Claims 3, 5, 44-55 and 58-60 are rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for claims limited to methods of using 25 
base pair-long P-DNA borders from plants comprising the consensus sequence of SEQ 
ID NO:47 to transfer foreign DNA to the genome of heterologous plants, does not 
reasonably provide enablement for claims broadly drawn to the use of border 
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sequences comprising SEQ ID NO:93 or a multitude of "point mutations" thereof. The 
specification does not enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention commensurate in 
scope with these claims, as stated for claims 3, 5, 13 and 44-55 on pages 2-3 of the 
Office action mailed 05 July 2005. 

Applicant's arguments filed 28 January 2008 have been fully considered but they 
are not persuasive. Applicant urges that the claim amendments have obviated the 
enablement rejection. 

The Examiner maintains that the claims remain broader than the exemplified 
consensus sequence, as stated above and previously, wherein the claims read on the 
use of sequences which are either insufficient for DNA transfer in at least half of the 
time per Rommens et al (2005), or which are not associated with DNA transfer in plants 
at all per the teachings of Dunn et al, Viera et al and AEOMICA INC. 

Thus, undue experimentation would have been required by one skilled in the art 
to evaluate a multitude of non-exemplified consensus sequences and consensus 
sequence variants for their ability to effect integration of foreign DNA into plant 
genomes. 

Furthermore, Applicant is directed to newly cited Hansen et al, who teach that the 
use of synthetic T-DNA borders, analogous to the instant "border-like" sequences, to 
transform plants is unpredictable. 

Hansen et al teach that even when a 25 base pair sequence with complete 
identity to native T-DNA borders is utilized, illegitimate integration of the vector 
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backbone (rather than the "desired polynucleotide") occurs in at least half the time (see, 
e.g., page 30, second full paragraph; page 47, first full paragraph). Hansen et al also 
teach that the function of the left T-DNA border is poorly understood (see, e.g., page 47, 
first full paragraph). In the instant case, Applicant is only specifying 1 7 out of the 25 
nucleotides, and even those 17 are variable at 8 positions. Thus, even more 
unpredictability in the integration of the desired polynucleotide (rather than the vector 
backbone) would occur in the instant situation. See also claim 58 as stated above. 
Anticipation 

Claim 59 is rejected under 35 U.S.C. 102(e) as being anticipated by McElroy et al 
(US 6,750,379 effectively filed 09 March 2000), as stated on page 5 of the Office action 
mailed 05 July 2007, and as stated on pages 7-8 of the Office action mailed 20 
November 2006, for claim 13. 

The claim is broadly drawn to a progeny plant which comprises a "desired 
polynucleotide", wherein the desired polynucleotide was originally introduced by flanking 
plant-derived P-DNA borders (or "border-like" sequences). However, these border 
sequences are partially or completely cleaved from the desired polynucleotide before 
the integration of the latter into the plant genome. Thus, the initially transformed plant 
or any progeny plant therefrom would be indistinguishable from any transformed plant 
containing a "desired polynucleotide" and not flanked by T-DNA borders, including the 
transformed plant taught by McElroy et al. 
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Conclusion 

Claims 3, 5, 44-55, 58 and 60 are free of the prior art, for the reasons presented 
on page 6 of the Office action of 05 July 2007 for claims 3, 5 and 44-55. 
No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David T. Fox whose telephone number is (571) 272- 
0795. The examiner can normally be reached on Monday through Friday from 10:30AM 
to 7:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg, can be reached on 571-272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

May 7, 2008 

/David T Fox/ 

Primary Examiner, Art Unit 1638 



